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The following is a quotation of tlie appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or In public 
use or on sale In this country, more than one year prior to the date of application for patent in the United 
states. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-10 are rejected under 35 U.S.C. 103(a) as obvious over Benedict et al. 

(188). 

Benedict et al. teach in column 8, lines 20-55, column 15, line 10-column 16, line - 
50, column 22, lines 30-65 and column 24, lines 32-55, a coated abrasive article 
produced by (1) forming a preformed coated abrasive (backing (i.e. polyester film) 
having a make coat, abrasive particles (alumina) adhered to the make coat and a size 
coated over the abrasive particles) and laminating the preformed coated abrasive to a 
backing, as defined by the reference, an adhesive (epoxy resin). The preformed coated 
abrasive is made by conventional techniques (i.e. coating a backing with a make coat, 
applying abrasive particles thereon, at least partially curing the make coat, applying a 
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Size coat over the make coat/abrasive particles and at least partially curing. The 
backing, as defined by the reference, is one that is a resin/fiber blend (see abstract) at 
this can be laminated to a non woven fabric (see column 24 as defined above). 

The reference teaches a method of making an abrasive article which includes all 
the method steps of claim 1 except the disk shape formation of the substrate and 
coated abrasive. This, however, is obvious to the skilled artisan depending on the 
application of the abrasive article. If the application required the abrasive article to be a 
disk form, the formation of a disk substrate instead of the belt substrate of the reference 
would have been an obvious modification of the reference. The change in shape of the 
substrate is not seen to impart patentability because one skilled in the art would have 
known that the reference method can be used to make used to make other shaped 
abrasive articles and thus the disk limitation is obvious dependent on the required end. 
This concept is clearly shown in column 1 , lines 45-54 of the reference (background 
section). The motivation to make this change is apparent from the level of ordinary skill 
in the art in terms of changes in the shapes of abrasive articles depending on its 
application. If applicants argue this point, why aren't other shapes of the abrasive 
article of the reference obvious? In addition, formation of the disk shape prior to 
combining (laminating) is obvious because this will eliminate waste of the entire 
abrasive product when compared to cutting the laminated product at the end of the 
process, thus the efficiency of the process will be increased by elimination of a final 
cutting step. 
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With respect to claims 2-5 and 8 these limitations are clearly defined by the 
reference. With respect to claim 6, the recitation that the backing, as defined by the 
reference, is one that is a resin/fiber blend (see abstract) at this can be laminated to a 
non woven fabric (see column 24 as defined above) and this reads on the laminate of 
claim 6. With respect to claim 7, although the way to form the laminate is not literally 
defined, it is the examiners position that one skilled in the art, from the interpretation of 
forming a laminate, would have known by routine experimentation and/or optimization 
the temperature and pressure required to form a laminate that is of optimal bonding 
strength. The claimed laminating technique is therefore well within the scope of the 
skilled artisan absent evidence to the contrary. Claim 9 is met by the teachings in 
column 15, lines 10-15 of the reference (i.e. a plurality of fibrous mat structure which 
encompasses one fiber mat structure on top of the other). With respect to claim 10, as 
defined above, the formation of an abrasive disk would have been obvious to the skilled 
artisan using the techniques defined by the reference if the application required a disk. 
In view of this, the limitations of claim 10 are obvious to the skilled artisan. 

Claims 1-5 are rejected under 35 U.S.C. 103(a) as obvious over Champagne. 

Champagne teaches in the abstract and column 1 . line 8-column 3, line 17, a 
coated abrasive disk produced by (1) laminating a coated abrasive (backing (i.e. any 
fibrous backing) having a make coat, abrasive particles (alumina) adhered to the make 
coat and a size coated over the abrasive particles) to a secondary backing fiber/polymer 
material). The coated abrasive is made by conventional techniques (i.e. coating a 
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backing with a make coat, applying abrasive particles thereon, at least partially curing 
the make coat, applying a size coat over the make coat/abrasive particles and at least 
partially curing. 

The reference teaches a method of making an abrasive article which includes all 
the method steps of daim 1 except the disk shape formation of the substrate and 
coated abrasive. This, however, is obvious to the skilled artisan depending on the 
application of the abrasive article. If the application required the abrasive article to be a 
disk form, the fornnation of a disk substrate and disk coated abrasive would have been 
an obvious modification of the reference. The change in shape of the substrate and 
coated abrasive is not seen to impart patentability because one skilled in the art would 
have found the changes in shape of the substrate and coated abrasive prior to the 
laminating step obvious for the following reasons. The reference makes a disk shaped 
abrasive after the laminating step is done, however, the initial formation of a disk 
substrate and disk coated abrasive prior to this laminating step is an obvious 
modification thereof. If an abrasive disk is intended to be formed, the shaping of the 
materials used either prior to of after the laminating step is well within the scope of the 
skilled artisan. The change in the sequence of shaping is not seen to impart 
patentability to the claimed invention. The motivation to make this change is apparent 
from the level of ordinary skill in the art in terms of how to make a shaped abrasive 
article. If applicants argue this point, why aren't the sequence in which the shape is 
made obvious? In addition, formation of the disk shape prior to combining (laminating) 
is obvious because this will eliminate waste of the entire abrasive product when 
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compared to cutting the laminated product at the end of the process, thus the efficiency 
of the process will be increased by elimination of a final cutting step. 

With respect to claims 2-5, these limitations are clearly defined by the reference. 

Claim 10 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Champagne. 

The claimed invention is anticipated by the reference because the reference 
teaches an abrasive disk which comprises the structure of claim 1 . Applicants use 
process limitations to define the product and "product-by-process" claims do not 
patentably distinguish the product even though made by a different process. In re 
Thorpe 227 USPQ 964. In the alternative, no patentable distinction is seen to exist 
between the reference and the claimed invention absent evidence to the contrary. 

Claims 1-9 are rejected under 35 U.S.C. 103(a) as obvious over Klun et al. in 
view of Champagne 

Klun et al. teach in column 17, line 32-column 18, line 5 and column 23„ lines 60- 
62, a coated abrasive disk produced by (1) forming a coated abrasive (backing (i.e. any 
non woven) having a make coat, abrasive particles (alumina) adhered to the make coat 
and a size coated over the abrasive particles), wherein the backing can be laminate of 
the backing defined above and a similar of more stiffer backing. The coated abrasive is 
made by conventional techniques (i.e. coating a backing with a make coat, applying 
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abrasive particles thereon, at least partially curing the make coat, applying a size coat 
over the make coat/abrasive particles and at least partially curing. 

Although the reference does not literally teach when the second backing can be 
laminated to the first backing, this aspect is deemed obvious because the sequence of 
laminating two backings together in the manufacture of an abrasive disk is considered 
an obvious modification and well within the scope of the skilled artisan. To support the 
examiners position. Champagne teaches that it is known to laminate a second backing 
to a coated abrasive article (i.e. contains a first backing). In view of this, any time of 
lamination would have been within the scope of the skilled artisan. With this being 
obvious, the reference teaches a method of making an abrasive article which includes 
all the method steps of claim 1 except the disk shape formation of the substrate and 
coated abrasive. This, however, is obvious to the skilled artisan depending on the 
application of the abrasive article. If the application required the abrasive article to be a 
disk form, the formation of a disk substrate and disk coated abrasive would have been 
an obvious modification of the reference. The change in shape of the substrate and 
coated abrasive is not seen to Impart patentability because one skilled in the art would 
have found the changes in shape of the substrate and coated abrasive prior to the 
laminating step obvious for the following reasons. The reference makes a disk shaped 
abrasive after the laminating step is done, however, the initial formation of a disk 
substrate and disk coated abrasive prior to this laminating step is an obvious 
modification thereof. If an abrasive disk is intended to be formed, the shaping of the 
materials used either prior to of after the laminating step is well within the scope of the 
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skilled artisan. The change in the sequence of shaping is not seen to impart 
patentability to the claimed invention. The motivation to make this change is apparent 
from the level of ordinary skill in the art in terms of how to make a shaped abrasive 
article. If applicants argue this point, vi/hy aren't the sequence in which the shape is 
made obvious? In addition, formation of the disk shape prior to combining (laminating) 
is obvious because this will eliminate waste of the entire abrasive product when 
compared to cutting the laminated product at the end of the process, thus the efficiency 
of the process will be inaeased by elimination of a final cutting step. 

With respect to claims 2-5, these limitations are clearly defined by the reference. 

With respect to claim 6, the reference states that the second backing can be a 
stiffer materials and since a plastic material and a bakelite plate are stiffer materials 
they are broadly encompassed by the reference. With respect to claim 7, although the 
way to form the laminate is not literally defined, it is the examiners position that one 
skilled in the art, from the interpretation of forming a laminate, would have known by 
routine experimentation and/or optimization the temperature and pressure required to 
form a laminate that is of optinral bonding strength. The claimed laminating technique is 
therefore well within the scope of the skilled artisan absent evidence to the contrary. 
With respect to claims 8 and 9, the textile does not have to be used as the supporting 
substrate. 

Claim 10 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Klun et al. 
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The claimed invention is anticipated by the reference because the reference 
teaches an abrasive disk which comprises the structure of claim 1 . Applicants usie 
process limitations to define the product and "product-by-process" claims do not 
patentably distinguish the product even though made by a different process. In re 
Thorpe 227 USPQ 964. In the alternative, no patentable distinction is seen to exist 
between the reference and the claimed invention absent evidence to the contrary. 

Claims 6-9 are rejected under 35 U.S.C. 103(a) as obvious over Klun et al. in 
view of Champagne as applied to claim 1 above and further Is view of Benedict. 

This rejection is based on the selection of the laminate as the secondary backing. 

The primary reference teaches that the secondary backing can be a more stiffer 
backing and it is the examiners position that this makes any conventionally known 
backing obvious as long as it is stiffer than a known woven. Since the laminates of 
claim 6 are known backings (see Benedict) and they are more stiffer than non wovens 
(due to the laminated structure at least), the use of these backings as the second 
backing according to the primary reference is obvious. The motivation to use this is that 
the primary reference implies that any stiffer backing can be used. With respect to 
claim 8, these limitations are clearly defined by Benedict. With respect to claim 7, 
although the way to form the laminate is not literally defined, it is the examiners position 
that one skilled in the art, from the interpretation of forming a laminate, would have 
known by routine experimentation and/or optimization the temperature and pressure 
required to form a laminate that is of optimal bonding strength. The claimed laminating 
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technique is therefore well within the scope of the skilled artisan absent evidence to the 
contrary. Claim 9 is met by the teachings in column 15, lines 10-15 of Benedict (i.e. a 
plurality of fibrous mat structure which encompasses one fiber mat structure on top of 
the other). 

Claims 1-7 are rejected under 35 U.S.C. 103(a) as obvious over Bland et al. in 
view of Champange. 

Bland et al. teach in column 3, lines 35-40 and column 7, line 5-column 10, line 
15, a coated abrasive disk produced by (1) forming a coated abrasive (backing (i.e. 
polyester film) having a make coat, abrasive particles (alumina) adhered to the make 
coat and a size coated over the abrasive particles), wherein the backing can be 
laminate of the backing defined above and a second backing (i.e. a mixture of a non 
woven and a cloth (i.e. polyester yarns (textile))). The coated abrasive is made by 
conventional techniques (i.e. coating a backing with a make coat, applying abrasive 
particles thereon, at least partially curing the make coat, applying a size coat over the 
make coat/abrasive particles and at least partially curing. 

Although the reference does not literally teach when the second backing can be 
laminated to the first backing, this aspect is deemed obvious because the sequence of 
laminating two backings together in the manufacture of an abrasive disk is considered 
an obvious modification and well within the scope of the skilled artisan. To support the 
examiners position, Champagne teaches that it is known to laminate a second backing 
to a coated abrasive article (i.e. contains a first backing). In view of this, any time of 
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lamination would have been within the scope of the skilled artisan. With this being 
obvious, the reference teaches a method of making an abrasive article which includes 
all the method steps of claim 1 except the disk shape fornfiation of the substrate and 
coated abrasive. This, however, is obvious to the skilled artisan depending on the 
application of the abrasive article. If the application required the abrasive article to be a 
disk form, the formation of a disk substrate and disk coated abrasive would have been 
an obvious modification of the reference. The change in shape of the substrate and 
coated abrasive is not seen to impart patentability because one skilled in the art would 
have found the changes in shape of the substrate and coated abrasive prior to the 
laminating step obvious for the following reasons. The reference makes a disk shaped 
abrasive after the laminating step is done, however, the initial formation of a disk 
substrate and disk coated abrasive prior to this laminating step is an obvious 
modification thereof. If an abrasive disk is intended to be formed, the shaping of the 
materials used either prior to of after the laminating step is well within the scope of the 
skilled artisan. The change in the sequence of shaping is not seeri to impart 
patentability to the claimed invention. The motivation to make this change is apparent 
from the level of ordinary skill in the art in terms of how to make a shaped abrasive 
article. If applicants argue this point, why aren't the sequence in which the shape is 
made obvious? In addition, formation of the disk shape prior to combining (laminating) 
is obvious because this will eliminate waste of the entire abrasive product when 
compared to cutting the laminated product at the end of the process, thus the efficiency 
of the process will be increased by elimination of a final cutting step. 
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With respect to claims 2-5, these limitations are clearly defined by the reference. 
With respect to claim 6, the recitation that the second backing can be a mixture of a non 
woven and a cloth (I.e. polyester yarns (textile))) reads on the laminate of claim 6. With 
respect to claim 7, although the way to form the laminate is not literally defined, it is the 
examiners position that one skilled in the art, from the interpretation of forming a 
laminate, would have known by routine experimentation and/or optimization the 
temperature and pressure required to form a laminate that is of optimal bonding 
strength. The claimed laminating technique is therefore well within the scope of the 
skilled artisan absent evidence to the contrary. 

Claim 10 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Bland et al. 

The claimed Invention is anticipated by the reference because the reference 
teaches an abrasive disk which comprises the structure of claim 1 . Applicants use 
process limitations to define the product and "product-by-process" claims do not 
patentably distinguish the product even though made by a different process. In re 
Thorpe 227 USPQ 964. In the alternative, no patentable distinction is seen to exist 
between the reference and the claimed invention absent evidence to the contrary. 

In view of the teachings as set forth above, it is the examiners position that the 
references reasonably teach or suggest the limitations of the rejected claims. 
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A reference is good not only for what it teaches but also for what one of ordinary 
skill might reasonably infer from the teachings. In re Opprecht 12 USPQ 2d 1235, 1236 
(CAFC 1989); In re Bode USPQ 12; In re Lambert! 192 USPQ 278; In re Bozek 163 
USPQ 545, 549 (CCPA 1969); In re Van Mater 144 USPQ 421 ; In re Jacoby 135 USPQ 
317; In re LeGrice 133 USPQ 365; In re Preda 159 USPQ 342 (CCPA 1968). In 
addition, "A reference can be used for all it realistically teaches and is not limited to the 
disclosure in its preferred embodiments" See In re Van Marter, 144 USPQ 421 . 

A generic disclosure renders a claimed species prima facie obvious. Ex parte 
George 21 USPQ 2d 1057, 1060 (BPA1 1991); In re Woodruff 16 USPQ 2d 1934; Merk 
& Co. V. Biocraft Lab. Inc. 10 USPQ 2d 1843 (Fed. Cir. 1983); In re Susi 169 USPQ 423 
(CCPA 1971). 

The subject matter as a whole would have been obvious to one having ordinary 
skill in the art at the time the invention was made to have selected the overiapping 
portion of the range disclosed by the reference because overlapping ranges have been 
held to be a prima facie case of obviousness, see In re Malagari, 182 U.S.P.Q. 549; In 
re Wertheim 191 USPQ 90 (CCPA 1976). 

Evidence of unexpected results must be clear and convincing. In re Lohr 137 

USPQ 548. Evidence of unexpected results must be commensurate in scope with the 

subject matter claimed. In re Under 173 USPQ 356. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael A. Marcheschi whose telephone number is 
(571) 272-1374. The examiner can normally be reached on M-F (8:00-5:30) First Friday 
Off. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on (571) 272-1233. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through/rivate PAIR only. 
For more information about the PAIR system, see http://pair-direcWispto.gov. Should 
you have questions on access to the Private PAIR system, contfi^^t^e Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Mm M\d^\ A/Marcheschi 

5/05 Primary Examiner 
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